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UNIVERSITY OF WOLLONGONG 
STUDENT ASSIGNMENT OF INTELLECTUAL PROPERTY POLICY  

EXPLANATORY GUIDELINES  
 
1. INTRODUCTION 
These guidelines explain the background and purpose of the provisions in UOW’s Student Assignment 
of Intellectual Property Policy. These Guidelines use the same definitions of terms provided in the 
Student Assignment of Intellectual Property Policy and should be read in conjunction with that Policy, 
as well as UOW’s Intellectual Property Policy, Commercialisation Revenue Policy and Fellow, Visiting 
Student and Volunteer Assignment of IP Policy.  
 
2. PARTICIPATION OF STUDENTS IN RESEARCH  
 
2.1 Introduction  
One of UOW’s core roles is to provide research opportunities for Students. UOW undertakes this role 
by accepting and encouraging Students to participate in research projects undertaken at UOW. 
Students should read UOW’s Intellectual Property Policy for UOW’s position on Student IP ownership.  
 
2.2 Categories of Student participation  
Two different categories of cases need to be considered in the context of Students participating in 
research and IP ownership: 
 
1. where the Student is undertaking research which: 

(a) is not subject to contractual obligations upon UOW, and/or 
(b) is not likely to lead to IP with commercial potential, and/or 
(c) is not reliant upon pre-existing IP owned or licensed by UOW where UOW would want 

to maintain ownership of any improvements made to the pre-existing IP, and/or 
(d) may have commercial potential but UOW has no Commercialisation Expectation (e.g. a 

creative work written or crafted solely by one Student as part of their course). 
 

2. where the Student is undertaking research that: 
(a) is subject to contractual obligations upon UOW, and/or 
(b) has a Commercialisation Expectation, and/or 
(c) is reliant upon pre-existing IP owned or licensed by UOW and UOW wishes to maintain 

ownership of any improvements to its pre-existing IP. 
 

The implications in these two cases are different. 
 
2.3 Category 1: there are no contractual obligations, nor Commercialisation Ex pectations, 

nor reliance upon pre -existing IP owned or licensed by UOW.  
In this case if a Student creates or contributes to creating IP either the Student will solely own the IP, 
or the IP will be owned jointly by the Student and UOW.  
 
Joint ownership may arise because: 
1. the Student is a member of a research team made up of both staff and Students; or 
2. the research undertaken by the Student is supervised by a member of staff, and inventive 

contributions, to some extent, are made by the supervisor (or other UOW staff); or 
3. the project that the Student is working on has been funded by UOW or has received funding 

obtained by UOW; or 
4. the Student has made significant use of UOW resources to develop the IP. 
 
The fragmentation of ownership of IP jointly in this way impedes the Commercialisation of the IP 
generated, for the reasons described below (in section 3.2). However, since there are no contractual 
obligations in relation to that research, and there are no Commercialisation Expectations, the Student 
may participate in the research, without a Deed of Assignment being needed by UOW.  



 
2.4 Category 2: there are contractual obligations or Commercialisation Expectations or 

reliance upon pre -existing IP licensed or owned by UOW  
In this case, UOW: 
1. has contractual obligations in relation to the research; and/or 
2. has Commercialisation Expectations in relation to the research; and/or 
3.  wants to maintain ownership of any improvements to pre-existing IP. 
 
Accordingly, there is a need to ensure that the relationship with the Student is such that the 
Commercialisation Expectation can be achieved, and that the contractual and commercial obligations 
can be discharged, and UOW is able to protect and own any improvements to its own IP. 
 
UOW may sign a contract that grants a licence to exploit the IP to a third party (e.g. industry partner, 
client or other research institution). In that case, UOW will have contractual obligations to that third 
party. Those contractual obligations usually relate to: 
1. obligations of confidentiality by members of the research team; or 
2. the third party having access to the IP that is generated by the research team. 
 
Given those contractual obligations upon UOW, the participation of Students in the research needs to 
be carefully managed. It is essential, for the reasons described below, that the Deed of Assignment be 
signed and that the Student Package be provided to the Student. 
 
Alternatively, a Student may choose not to assign IP to UOW. If a Student makes this choice: 
1. the Student, in conjunction with the Student’s supervisor, will attempt to develop an alternative 

research program that does not have a Commercialisation Expectation and is not subject to 
contractual obligations to third parties and is not reliant upon pre-existing IP owned or licensed 
by UOW (where UOW requires ownership of improvements to the pre-existing IP); and 

2. the Student must be excluded from the research that has a Commercialisation Expectation or 
which is subject to contractual obligations or is reliant upon pre-existing IP owned or licensed 
by UOW. 

 
2.5 Category 1 evolves into category 2  
It may be that a project is initially identified as being in Category 1. However, the project may evolve 
into a Category 2 project. 
 
In this case, because the project commenced as a Category 1 project, no assignment of the IP by the 
Student took place at the outset. However, if the project evolves so that: 
1. contractual obligations are to be created, or  
2. Commercialisation Expectations arise, or 
3. the project does require access to pre-existing IP owned or licensed by UOW and UOW wishes 

to maintain ownership of any improvements to that IP, 
then as soon as that is identified to be the case, the Student should be asked to assign their IP.  
 
It will be the responsibility of the Student’s supervisor to notify the relevant Faculty Manag er of 
Innovation and Commercialisation (MIC) that a change in circumstances is to occur or has occurred. 
The MIC will then prepare and negotiate the relevant agreements with the Student and, where 
relevant, any third parties. In the case of contractual obligations being created, supervisors should 
inform the MIC that it is intended that a Student will be working on the project. Supervisors should 
ensure that Students do not access third party IP (including confidential information) until/unless the 
MIC has negotiated an IP Assignment Deed and/or Confidentiality Agreement with the Student and it 
has been signed by both UOW and the Student. 
 
A Student may choose not to assign their IP to UOW. However, where that choice is made, for the 
reasons described below (in section 3): 



1. this may preclude contractual obligations being created, and this may prevent contract funding 
of the research, or 

2. this may preclude Commercialisation, and this also is not in the interests of the project, the 
Student, or UOW, or 

3.  UOW may not be able to grant the Student access to pre-existing IP. 
 
3. EFFECT OF STUDENT OWNERSHIP OF INTELLECTUAL PROPERTY  
 
3.1 Students are not employees  
The law is that an employer is the owner of the IP made by its employees. A Student is not an 
employee of UOW. This means that when a Student generates IP at UOW, or contributes to IP at 
UOW, that Student will either solely own that IP, or jointly own it with UOW. This will be the case, 
unless a Student assigns the IP to UOW. The effect of Student ownership of IP is assessed below. 
 
3.2 Effect upon Commercialisation  
To successfully Commercialise research outcomes, UOW needs to have ownership of IP. This is also 
necessary to enable UOW to deal with potential licensees, venture capitalists, and joint venturers. 
 
For example, a Student might solely own a software program, and that software program may be a 
component of a device that UOW seeks to Commercialise. Because of the Student’s sole owne rship 
of that software program, Commercialisation by UOW of that device is impeded. 
 
When an invention is made jointly by a Student and a member of UOW staff, ownership will be joint, 
as between the Student and UOW.  For example: 

·  where there is a jointly owned patent, UOW cannot license or assign the patent without the 
prior written consent of the Student (section 16 of the Commonwealth Patents Act 1990); 

·  where there is jointly owned copyright, such as a computer program, the rights of the copyright 
owners must be exercised jointly, and this prevents UOW from proceeding to Commercialise; 
and 

·  where there is a patent application (which at this stage is only confidential information), 
equitable duties upon the Creators of that confidential information prevent UOW from 
proceeding to Commercialise. 

 
A Student with an ownership interest in IP could therefore:  
1. veto Commercialisation; or 
2. veto the terms of Commercialisation; or 
3. seek to participate in Commercialisation negotiations as an independent party.  
 
Thus, fragmentation of ownership of IP, and its impact upon the Commercialisation process hinders 
and impedes the Commercialisation process. 
 
3.3 Ownership proportions  
Where IP is jointly owned by Students and UOW, that ownership is usually in equal shares. There is 
no law which determines the fractional ownership of IP when IP is jointly owned. The Patent 
Commissioner has in many cases repeatedly declined, in the case of patents, to determine ownership 
proportions between joint owners. The Patent Commissioner has also repeatedly held that where a 
patent is jointly owned, it is owned by all the owners in equal proportions, if they cannot otherwise 
agree. This can have inequitable consequences upon the owners. 
 
For example, suppose: 
1. there is a research team made up of 6 people; 
2. one is a Student (A) who makes a 5% inventive contribution; 
3. another is a Student (B) who makes a 10% inventive contribution; and 
4. the remaining four are staff who between them make an 85% inventive contribution. 
 



The result is the following comparative ownership proportions and inventive contributions: 
 

 Inventive Contribution Ownership Proportion 
   A 5% 33.3% 
B 10% 33.3% 
UOW 85% 33.3% 

 
The result therefore is that while UOW made an 85% inventive contribution, it owns only one third of 
the IP. This result is inequitable upon UOW and hence UOW would seek to obtain the inventors’ 
agreement on more equitable ownership proportions. 
 
3.4 Working with industry and investors  
A Student solely owning a component of IP or there being joint ownership between UOW and a 
Student, also impedes UOW’s ability to enter into agreements with potential licensees, collaborators, 
and investors such as venture capitalists.  
 
A potential licensee or collaborator will not expend considerable financial resources unless there is a 
clear, unencumbered and unfragmented title to IP. A venture capitalist in particular, when considering 
making a venture capital investment in a start up company, will invariably undertake a very rigorous 
due diligence on IP ownership. Most well informed licensees will also undertake a due diligence on 
ownership of IP in the course of considering the licensing opportunity. 
 
If UOW does not solely own all IP, such as where it is partly owned by Students, this will result in due 
diligence raising defects in title. This causes delay in a proposed transaction and can create 
unnecessary confusion. Due diligence defects such as fragmented ownership may cause a potential 
licensee, collaborator, or investor to be disinclined to proceed. The prospect of a licensee or investor 
having to negotiate with a Student may also cause a potential licensee, collaborator, or investor to be 
disinclined to proceed. 
 
3.5 Exposure to legal liabilities  
A licence or assignment invariably contains warranties, or promises, that UOW owns the IP that is 
being licensed or assigned.  
 
Consider the case where the IP is in fact owned wholly by another person, or partly owned by UOW 
and partly by another person, this can expose UOW to have to pay damages. UOW in fact had no title, 
or did not have the whole of the title, and therefore had no capacity to license or assign at all. This 
could lead to a breach of those warranties or promises regarding IP ownership. UOW can therefore 
have an exposure to legal liabilities if it does not wholly own the IP that is the subject of contractual 
obligations. 
 
3.6 Conclusion  
To remove these barriers to Commercialisation it is better that UOW owns the whole of the IP 
generated at UOW where it has a Commercialisation Expectation, on an unencumbered and 
unfragmented basis. In order for UOW to achieve unfragmented ownership, Students will be asked to 
assign to UOW their interest in IP that they develop at UOW. This is achieved by a Deed of 
Assignment. 
 
 
 
4. ASSIGNMENT OF INTELLECTUAL PROPERTY BY STUDENTS 
 
4.1 What is a Deed of Assignment  
A Deed of Assignment is a document by which IP is assigned, or transferred, from one person to 
another. A Deed of Assignment prevents the fragmentation of ownership of IP, and this in turn avoids 



the impediments to Commercialisation described above. The effect of a Deed of Assignment signed 
by a Student in favour of UOW is that UOW will own the whole of the IP in a project. 
 
4.2 Staff Deed of Assignment  
While a Deed of Assignment signed by an employee to an employer is a very straightforward 
document, this is not the case in relation to Students. 
 
A staff Deed of Assignment is straightforward because the Deed of Assignment does nothing other 
than record in writing what the law is anyway, namely that an employer owns the IP created by its 
employees in the course of their employment. A staff Deed of Assignment therefore does not transfer 
or convey title and ownership to IP, since as a matter of law, the employer already owns the IP. A staff 
Deed of Assignment only records what the legal effect of the employee/employer relationship is. 
 
4.3 Student Deed Assignment  
Unlike a staff Deed of Assignment, a Student Deed of Assignment does transfer or convey title and 
ownership in IP to UOW. It is a contract, as well as being a document of transfer of title in IP. 
 
4.4 The law of unconscionable transactions  
Because a Deed of Assignment signed by a Student actually transfers title in IP, the effect of the law 
in relation to unconscionable transactions needs to be considered. Section 51AB of the Trade 
Practices Act 1974 provides, in part- 

(1)  A corporation shall not, in trade or commerce, in connection with the supply or possible 
supply of goods or services to a person, engage in conduct that is, in all the 
circumstances, unconscionable.  

(2)  Without in any way limiting the matters to which the Court may have regard for the 
purpose of determining whether a corporation has contravened subsection (1) …  the 
Court may have regard to:  
(a) the relative strengths of the bargaining positions of the corporation and the 
consumer.  

 
There are also common law principles in relation to duress and undue influence which operate in a 
similar way to the law of unconscionable transactions. If a court holds that there is an unconscionable 
transaction, the Court can declare the document void, meaning that the document has no legal effect. 
 
4.5 Can a Student Deed of Assignment be an unconscionable transaction?  
A Deed of Assignment signed by a Student may be an unconscionable transaction. This is because it 
divests a Student of ownership of something which may be valuable, without the Student being 
equitably compensated. 
 
The relative bargaining positions between the Student and UOW is such that the Student probably has 
a limited bargaining position. There is therefore a possibility that a Deed of Assignment that is signed 
by a Student, where it does not provide some form of compensation, would be declared void. 
 
5. REQUIREMENTS FOR A STUDENT DEED OF ASSIGNMENT 
5.1 Reducing the risk of unconscionability  
However, a Deed of Assignment can be prepared for signing by a Student, in a way that reduces the 
risk of it being declared void. To reduce this risk, it is important that: 
1. the terms of the Deed of Assignment are commercial and equitable; 
2. the Student must be free to decline to sign a Student Deed of Assignment (see sections 2.4 

and 2.5, and section 6); and 
3. the Student obtains independent legal advice in relation to the Deed of Assignment. 
 
5.2 Equitable financial terms  
If a Deed of Assignment is not upon equitable terms it risks being declared void. The most important 
aspect of making a Deed of Assignment upon equitable terms, is that a Student be equitably 



compensated for the assignment of the IP. This is achieved by Students sharing in Commercialisation 
Revenues from the Commercialisation of IP, in the same way that UOW’s staff share in that 
Commercialisation revenue. 
 
All Australian universities have a commercialisation revenue sharing policy which, broadly, confers 
upon the creators of IP, who are usually staff, an expectation of receiving a share of 
Commercialisation Revenue from the successful Commercialisation of the IP that they generate. 
Some Cooperative Research Centres also have these policies. Research institutes generally have 
such policies, as does UOW.  
 
If Students are made beneficiaries of this policy, along with all other inventors, they are compensated 
for their assignment of their IP, and therefore those terms can be regarded as equitable terms. 
 
5.3 Other equitable terms  
Other equitable terms which must also be included in a Deed of Assignment are: 
1. obligations of confidentiality upon the Student;  
2. a Student’s ability to publish in a managed way;  
3. a Student’s ability to submit a thesis for examination, without this being impeded; and  
4. a Student retaining ownership of copyright in a thesis or publications. 
 
5.4 Copyright in a thesis and publication  
Although a Student assigns IP to UOW, a Deed of Assignment must provide for a Student to retain 
copyright in a thesis or publication. This is necessary, as publishers of academic papers may require 
an assignment or license to them of the copyright in the paper. A Student therefore needs to retain 
copyright to have the capacity to assign copyright to such a publisher. 
 
UOW may need to reproduce parts of a thesis or paper in, for example, a patent application. A Deed 
of Assignment can therefore provide for the Student to grant to UOW a copyright licence for this 
purpose. 
 
UOW’s Intellectual Property Policy details Student ownership of various forms of IP.  
 
5.5 Confid entiality  
While at UOW, Students will become aware of commercially valuable information. Employees are 
already subject to obligations of confidentiality as part of their general employment obligations. 
 
As Students are not employees, employment obligations of confidentiality do not apply. However, 
confidentiality must be maintained by Students to ensure that: 
1. legal liabilities are not imposed upon UOW if a Student makes a disclosure of commercially 

valuable information, and 
2. the patenting of new inventions is not prejudiced by confidential information prematurely 

entering the public domain. 
 
Accordingly, a Deed of Assignment must require a Student to keep confidential information secret and 
confidential. 
 
5.6 No impediment to examination of thesis  
However, if the obligation of confidentiality is unqualified, this could have an adverse effect upon a 
Student who needs to submit a thesis to fulfil requirements for a degree. 
 
Ordinarily the submission of a thesis, by allowing it to be read by examiners who are not subject to any 
obligation of confidentiality, and in due course, the deposit of a thesis in a university library, will put the 
thesis into the public domain. This could expose UOW to legal liabilities, as well as prejudice 
patenting. 
 



While UOW has as one of its objectives that its research outcomes be Commercialised and realise 
Commercial income, this is not at the expense of Students being unable to meet, or being impeded in 
meeting, requirements for the award of a degree, and not at the expense of delaying the submission of 
a thesis. 
 
If a thesis will not contain any Confidential Information, and not refer to any IP in which UOW has an 
interest, the thesis and degree requirements will not be affected by the Deed of Assignment. However, 
if a Student would like to include confidential information or IP in their thesis, the Student must obtain 
UOW’s permission to do so. The Deed of Assignment requires the Student to notify UOW at least four 
months before the likely date of submission of a thesis. 
 
There are a number of things that UOW can do to ensure that the thesis will be submitted in a timely 
way, with the thesis including the confidential information or IP that the Student seeks to include 
without impeding the Student’s degree requirements, and at the same time protecting UOW’s 
Commercialisation objective. These include: 
1. having thesis examiners sign confidentiality agreements prior to their examination of the thesis, 

which ensures that the thesis is examined, without its contents entering the public domain and 
adversely affecting subsequent patent applications and Commercialisation; and 

2. ensuring that a thesis will not be deposited into a publicly accessible section of the library or 
other publicly accessible area, until after its contents are protected by a patent.  

 
UOW is committed to ensuring that a Student is not prejudiced in fulfilling requirements for a degree 
because of confidentiality obligations.  
 
5.7 Publications by Students  
UOW encourages Students to publish as this enhances their academic standing and that of UOW.  
There is never a case of a Student not being permitted to publish because of IP protection or 
Commercialisation issues. Rather, UOW may change the timing of publication, and the contents of a 
publication, to ensure that the publication objective is achieved as well as the Commercialisation 
objective, without either hindering the other. 
 
UOW may lodge patent applications to protect something that may be included in a publication or 
UOW may obtain advice from a patent attorney in relation to the contents of a publication. 
 
5.8 Students obtaining independent legal advice  
Due to the nature of a Deed of Assignment provided by a Student, it is vital that the Student has the 
benefit of independent legal advice. In the absence of that independent legal advice, a Deed of 
Assignment, if signed by a Student, may be defective, and could be declared void. If that occurs, this 
could have adverse consequences upon UOW. 
 
UOW may for example license IP that a Student developed on the basis that it has clear title to that IP.  
If a Deed of Assignment provided by a Student is subsequently set aside as void by a Court, UOW no 
longer has that clear title, and will be in breach of its express or implied warranties that it gave to a 
client or industry partner that it did have title. This will expose UOW to legal liabilities. A Deed of 
Assignment signed by a Student who has not been advised by an independent legal adviser therefore 
exposes UOW to risks and legal liabilities, and is therefore not ideal. 
 
5.9 Certificate by independent legal adviser  
The independent legal adviser engaged by a Student must sign a certificate of having given 
independent legal advice, and this certificate must form part of the Deed of Assignment. 
 
5.10 Where should Studen ts seek independent legal advice  
UOW cannot direct Students to any particular legal adviser. This might affect the legal adviser’s 
independence, or the perception of the legal adviser’s independence, with the possible consequence, 



again, that the Deed of Assignment is set aside and declared void. The Student must choose their 
own legal adviser. 
 
Acknowledging the burden of legal fees, which some Students may not be able to afford, UOW needs 
to consider contributing to a Student’s legal expenses for obtainin g this independent advice. The 
benefit to UOW is that there is independent legal advice, and a certificate signed by an independent 
legal adviser, and as a result, the greater confidence that the Deed of Assignment will be unlikely to be 
set aside as void. 
 
UOW may consider contributing up to $250.00 towards legal fees. Students will be provided a 
Request for Reimbursement in the Student Package that UOW will provide them when they are being 
asked to assign their IP to UOW. If legal fees exceed this amount, the University will still only pay up 
to $250.00. However, the Deputy Vice-Chancellor (Research) has a discretion about the amount of 
legal fees that UOW may be prepared to contribute, and may agree that a larger amount be 
contributed towards legal fees, in exceptional circumstances. 
 
5.11 Is independent legal advice necessary where there is income sharing?  
Consider the following example: 
1. a Student makes a 20% contribution to an invention;  
2. UOW staff make the remaining 80% contribution; 
3. if the assignment by the Student is set aside and declared void, that Student will be an equal 

joint owner who is entitled to 50% of commercialisation revenues; 
4. if the Student does assign, the Student will be entitled to a share of commercialisation income 

in accordance with UOW’s policies. This might be an entitlement to share in the Creator’s one 
half of revenues; 

5. if the assignment by the Student is valid, the Student is entitled to 20% of this one half– 
approximately 10%; and 

6. if the assignment by the Student is void, the Student is entitled to 50%. 
 
Clearly, in this scenario, it would be inequitable upon UOW, and inequitable upon UOW’s staff, for the 
Student to receive a disproportionately high share of revenue and in such a case UOW would be 
unlikely to take on the responsibility of Commercialisation.  Such a scenario makes it essential that 
there is confidence that the Deed of Assignment is unlikely to be set aside. Independent legal advice 
is the critical element that provides that confidence. 
 
6. STUDENT FREE TO CHOOSE NOT TO ASSIGN 
For the reasons described in these Guidelines, UOW must adopt a policy that requires, in instances 
that Students that seek to participate in Category 2 projects, that: 
1. the Student must be asked to assign their IP to UOW; 
2. prior to assignment, the Student must be advised by an independent legal adviser; and 
3. the independent legal adviser must sign a Certificate by Independent Legal Adviser. 
 
UOW cannot require that the Student assign their IP but if these requirements are not met, UOW 
regrets that: 
1. the potential for it to be exposed to unacceptable legal liabilities, and 
2. the adverse impact upon UOW’s commercialisation objectives  
makes it necessary for UOW to decline to accept the Student as a participant in a Category 2 project. 
 
A Student may choose not to assign IP to UOW. If a Student makes this choice the Student, in 
conjunction with the Student’s supervisor, will attempt to develop an alternative research program that 
does not have a Commercialisation Expectation, is not subject to a research contract, and is not 
reliant upon pre-existing IP owned or licensed by UOW (where UOW would want to retain ownership 
of any improvements to that pre-existing IP). 



 
7. DETERMINATION WHETHER STUDENT IS IN CATEGORY 1 OR 2 
Whether particular research projects are a Category 1 or Category 2 project should easily be 
recognised. If UOW has a Commercialisation Expectation or wants to protect its own pre-existing IP or 
there is a contract that affects the Student project with regard to IP or Confidentiality, it is a Category 2 
project, and a Deed of Assignment needs to be obtained. Examples of a contract that may affect a 
Student project include a research agreement, a scholarship funding agreement, a licence, a 
collaborative agreement, a funding agreement, or agreements for a start up company or new venture. 
The determination on any occasion whether a project is a Category 1 project or a Category 2 project, 
will be made by the relevant Faculty Manager of Innovation and Commercialisation (MIC) in 
consultation with the Student and the Student’s supervisor(s).  
 
8. OUTLINE OF DEED OF ASSIGNMENT  
Clause 1 of the Deed defines a number of terms employed in the Deed. 
 
Clause 2 states that the Student will participate in the project. 
 
Clause 3 of the Deed records UOW’s commercialisation objective. Clause 3 of the Deed also states 
that the Student must inform UOW when the Student becomes aware of any IP that is developed. 
 
Clause 4 of the Deed provides that the Student transfers to UOW any IP that the Student generates in 
the course of the project at UOW. This is with the exception of copyright in a Publication or Thesis 
authored solely by the Student, the ownership of which the Student retains. However, the Student 
agrees to allow UOW to reproduce such a Thesis or Publication for the purpose of assisting UOW in 
patent applications. Clause 4 of the Deed also records that the Student agrees to sign any other 
document that may be required in the future to record UOW’s ownership of any IP.  
 
Clause 5 states that UOW will apply its policies relating to the sharing of commercialisation revenue 
from IP, as operating from time to time, in favour of those persons who are inventors in relation to the 
IP who are members of staff and/or Students at the time of invention. 
 
Clause 6 requires the Student to maintain confidentiality about the Confidential Information and the IP. 
 
Clause 7 describes the duration of the Student’s obligation of confidentiality.  
 
Clause 8 deals with a Thesis, and effectively guarantees that there will be no impediment, due to 
commercialisation processes, to the examination of a Student’s thesis.  
 
Clause 9 records that UOW is committed to ensuring that Students can publish, including, when 
appropriate, by filing a patent application. 
 
Clause 10 records certain warranties, or promises, that the Student makes to UOW, to the effect that 
the Student has not signed any other document of the type described in the clause. 
 
Clause 11 records that the applicable law governing the deed is New South Wales. 
 
The Deed also contains the Certificate by Independent Legal adviser that must be completed and 
signed. 
 
The Deed also contains a Goods and Services Tax Statement by Supplier. Where a taxable supply is 
made the supplier must remit goods and services tax to the Australian Taxation Office. An assignment 
of IP is a taxable supply, and ordinarily, goods and services tax must be remitted to the Australian 
Taxation Office by the supplier, namely the assignor, of the IP, which in this case is the Student. 
However, a Student does not carry on an “enterprise”, that is, does not carry on business, and 
accordingly, is not required to remit goods and services tax to the Australian Taxation Office. By 



providing a Statement by Supplier, the Student confirms that the Student does not carry on an 
enterprise, that is, does not carry on a business. The Student providing the Statement by Supplier to 
UOW is necessary so that there is no obligation upon UOW to deduct and pay withholding tax upon 
any share of commercialisation revenues that UOW pays to the Student. If UOW had to pay this 
withholding tax of 48.5%, this would have to be deducted from monies otherwise payable to the 
Student by UOW. 
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LETTER TO STUDENT EXPLAINING DEED OF ASSIGNMENT  
 
ON UOW’S LETTERHEAD  
 
[date] 
 
 
[Student’s name]  
[Student’s address]  
 
 
Dear * 
 
Participation by you in research project  
Name of research project: *  
 
Congratulations on your selection to participate in this project as a member of the research team. 
 
With this letter I enclose 
 
1. two copies of a Deed of Assignment; 
2. Commercialisation Revenue Policy and Guidelines; and 
3.  an application form to seek reimbursement of up to $250.00 for legal costs. 
 
The enclosed Deed of Assignment is an important legal document. It creates important legal 
obligations upon you in relation to: 
1. ownership of Intellectual Property; 
2. your entitlement to a share of commercial income from the commercialisation of that 

Intellectual Property; 
3. obligations of confidentiality; 
4. submission by you of a thesis; and 
5. publication by you of academic publications, research outcomes or work. 
 
It is most important that you obtain legal advice about the nature and effect of the enclosed Deed of 
Assignment. The Deed of Assignment must be signed by you in the presence of an independent legal 
adviser. That person must sign the Certificate of Independent Legal Advice that is attached to the 
Deed of Assignment. ou may consider enquiring whether the Student’s Union can refer you to a 
lawyer who may provide to you independent legal advice. You may, however, obtain advice from any 
legal adviser that you choose. 
 
Your legal adviser, however, cannot be a legal adviser engaged by UOW. You should provide to your 
legal adviser: 
1. this letter; 
2. the two copies of the Deed of Assignment with Certificate of Independent Advice enclosed; and 
3. the Commercial Revenue Policy enclosed. 
 
If you choose to obtain legal advice from a legal adviser who raises a charge, UOW will assist you in 
paying those legal expenses, up to a maximum of $250. UOW will make this payment whether you 
proceed to sign the Deed of Assignment, or not, provided UOW receives a copy of the account 
showing the legal expenses you incurred. For this purpose, a Request for Reimbursement Form is 
attached. 
 
If you, or your legal adviser, have any questions about this letter, the Guidelines, or the Deed of 
Assignment, please feel free to contact me. 



 
You may choose not to assign Intellectual Property to UOW. If you make this choice you and your 
supervisor will develop an alternative research program that does not have a Commercialisation 
Expectation on behalf of UOW and which is not subject to a research contract and does not involve 
pre-existing IP licensed or owned by UOW, that you may undertake. 
 
After you have considered: 
1. the contents of the Deed of Assignment enclosed; 
2. the Commercialisation Revenue Policy; and 
3. the legal advice furnished to you by your independent legal adviser, 
 
and you wish to participate in the research project, I ask that you: 
 
1. sign the last page of both copies of the Deed of Assignment where indicated in the presence of 

your independent legal adviser; 
2. ask your independent legal adviser to sign both copies on the last page where indicated as 

witness; 
3. ask your independent legal adviser to complete and sign the Certificate of Independent Legal 

Advice; 
4. sign the Statement by Supplier; and 
5. return both copies of the completed undated Deed and Certificate to me. 
 
UOW will then sign both copies, date them and I will then ensure that a copy signed on behalf of UOW 
is sent to you. 
 
 
Yours Faithfully 
 
 



 
STUDENT DEED OF ASSIGNMENT 
 
THIS DEED is made on the                 day of      [year] 
 
 
BETWEEN [*name of Student] of [*address of Student] in the State of New South Wales 
 
  (in this Deed called “the Student”)  
 
AND  UNIVERSITY OF WOLLONGONG of Wollongong, in the State of New South Wales 
 
  (in this Deed called “UOW”)  
 
RECITALS: 
A. UOW is undertaking the Project. 
B. In the course of the Student’s studies, the Student will participate in the Project.  
C. UOW will commercialise the Intellectual Property. 
D. UOW has adopted a policy that it will share a proportion of commercialisation revenues from 

the commercialisation of Intellectual Property with the creators who contributed to the 
Intellectual Property that generates those revenues. 

E. An extract of that policy is attached to this Deed and marked “A”.  
F. The Student does not carry on an enterprise within the meaning of the A New Tax System 

(Goods and Services) Tax Act 1999, and will furnish to UOW a Statement by Supplier to that 
effect. 

 

THIS DEED PROVIDES: 
 

INTERPRETATION 
1. In this Deed: 
 

Confidential Information means any and all unpublished information belonging to another 
Party whether existing prior to the commencement of the Project, or created in the course of 
the Project, including without limitation IP, or acquired in confidence by one Party from another, 
and includes all technical, proprietary and operational information, drawings, techniques, 
processes, know-how and other commercially valuable information of any kind, but does not 
include information which: 
(a) is already in the public domain; 

(b) becomes available to the public by any means other than breach of this Deed by the 
receiving Party; 

(c) is received by a Party from an independent third party who is lawfully in possession and 
has the power and authority to disclose the information; or 

(d) is required to be disclosed by law. 

 

 Intellectual Property means such of the following as arise from the Project: 
(a) an invention or discovery; manner, method or process of manufacture; method or 

principle of construction; chemical composition or formulation; biological material; 
computer program; integrated circuit, circuit layout or semiconductor chip layout or 
design; plan, drawing or design; or scientific, technical or engineering information or 
document; 

(b) improvement, modification or development of any of the foregoing; 
(c) patent, application for a patent, right to apply for a patent or similar rights for or in 

respect of any Intellectual Property referred to in sub-paragraphs (a) or (b); 



(d) trade secret, know-how, or right of secrecy or confidentiality in respect of any 
information or document or other Intellectual Property referred to in sub-paragraphs (a) 
or (b); 

(e) copyright or other rights in the nature of copyright subsisting in any works or other 
subject matter referred to in sub-paragraphs (a) or (b); 

(f) circuit layout rights; 
(g) plant breeder’s rights  

 

 Project means [Insert name of project] 
 

 Publication means any academic paper or publication to be published or presented that 
encompasses any Confidential Information or Intellectual Property 

 

 Thesis means any PhD or other thesis required to be submitted by the Student to fulfil 
requirements for the award of a degree by UOW. 

 

PROJECT 
2. The Student will participate in the Project, as part of the Student’s studies.  
 

INTELLECTUAL PROPERTY  
3.1 The Student acknowledges that UOW’s objective is to commercialise the Intellectual Property 

that arises from the Project, and to secure commercial income from that commercialisation. 
 

3.2 Promptly upon the Student becoming aware that any Intellectual Property has been developed 
in the course of the Project, the Student must report full details to UOW, by disclosing full 
particulars of the Intellectual Property via submission to their Faculty Manager of Innovation 
and Commercial Development of an Intellectual Property Notification Form, which is attached 
to the UOW Intellectual Property Policy. Students should get their supervisor to sign this form 
prior to submission. 

 

ASSIGNMENT OF INTELLECTUAL PROPERTY  
4.1  Subject to clause 4.2, the Student assigns all of the Student’s right, title and interest (if any) in 

and to the Intellectual Property to UOW. 
 

4.2  The Student retains the copyright subsisting in any Publication and any Thesis written by the 
Student. 

 

4.3 The Student grants to UOW a royalty free perpetual non exclusive licence throughout the world 
to reproduce, adapt and amend any Publication and any Thesis for the purpose of including 
any part of any Publication or Thesis in any patent application in relation to the Intellectual 
Property. 

 

4.4 The Student must, at UOW’s expense, sign any further documents required by UOW to record 
UOW’s ownership of the Intellectual Property.  

 

COMMERCIALISATION REVENUE  
5.1 UOW will apply its policies relating to the sharing of commercialisation revenue from 

intellectual property, as operating from time to time, in favour of those persons who are 
inventors in relation to the Intellectual Property, and who are members of staff or Students of 
UOW. 

 

5.2 If the Student: 
(a) is an inventor in relation to a patent, as advised to UOW by its patent attorneys, or 
(b) the author of a copyright work such as a computer program, or 
(c) otherwise a creator of Intellectual Property that generates commercialisation revenue, 
 

UOW will ensure that the Student is included as an inventor for the purpose of clause 5.1. 
 



5.3 The Student acknowledges that the policy described in Annexure A may be changed by UOW 
at any time, so as to conform with prevailing practices in the research community in Australia, 
and that it is the policy, as operating from time to time, that UOW will apply. 

 

5.4 Clause 5.1 does not create any employment relationship between the Student and UOW, or 
otherwise confer upon the Student any benefits or entitlements as an employee. 

 

CONFIDENTIALITY 
6.1  The Student must keep the Confidential Information secret and confidential. 
 

6.2  The Student must not disclose to any person or make known in any manner, or publish any 
part of the Confidential Information. 

 

6.3  The Student must not make any use of the Confidential Information without the prior written 
consent of the Deputy Vice-Chancellor (Research). 

 

6.4  The Student must obtain the prior written consent of the Deputy Vice-Chancellor (Research) to 
any disclosure or publication by the Student of Confidential Information.  

 

6.5 Upon ceasing to participate in the Project, the Student must return to UOW all copies of the 
Confidential Information in the Student’s possession.  

 

DURATION OF OBLIGATION OF CONFIDEN TIALITY 
7.1 The Student acknowledges that the confidential nature of the Confidential Information can 

subsist for an indefinite period of time. 
 

7.2 The Student acknowledges that the elapsing of a predetermined period of time does not by 
reason of that alone cause the Confidential Information to cease having its confidential 
character, and that the passage of any particular period of time does not extinguish the need to 
maintain the secrecy of the Confidential Information. 

 

7.3 The Student acknowledges that the obligations upon the Student in clause 6 continue to 
subsist until one of the events in clause 7.4 takes place, and not earlier. 

 

7.4  The Student will be relieved from the Student’s obligations of confidentiality in this Deed in 
respect to any part of the Confidential Information which  
(a) becomes part of the public domain as a result of the publication of a patent,  
(b) enters the public domain otherwise than as a result of any action attributable directly or 

indirectly to the Student. 
 

7.5 The obligations of confidentiality in this Deed will continue, notwithstanding that: 
(a)  after the date of this Deed the Student receives the Confidential Information from a 

person entitled to communicate it; or 
(b)  after the date of this Deed the Student independently develops the Confidential 

Information. 
 

THESIS 
8.1  If the Student seeks to include any Confidential Information in a Thesis, UOW will consent to 

that Confidential Information being contained in that Thesis if: 
(a) the Student requests consent for the inclusion of the Confidential Information in the 

Thesis at least four months before the due date for the submission of the Thesis; and 
(b) all the persons, including examiners, to whom the Thesis must be provided, sign a 

Confidentiality Agreement upon such terms as UOW reasonably requires, to maintain 
the Confidential Information referred to in the Thesis in confidence. 

 

8.2 The Student acknowledges that the Student’s Thesis will not be deposited into any library until 
after its contents have been protected by a patent. 

 
 



PUBLICATIONS  
9. If the Student seeks to include Confidential Information in a Publication, UOW undertakes that 

subject to commercial considerations by it, it is committed to finding ways of ensuring that the 
Student is permitted to publish the Confidential Information in a Publication in a timely way, for 
example, by lodging a patent application when appropriate. 

 

WARRANTIES BY STUDENT  
10. The Student warrants to UOW that: 

(a)  except for this Deed, the Student has not entered into any deed, contract, arrangement 
or understanding with any person dealing in any way with the Intellectual Property or 
the Confidential Information; 

(b)  the Student is not subject to any obligation of confidence to any person (other than to 
UOW) in relation to the Intellectual Property or the Confidential Information 

 

APPLICABLE LAW  
11. The parties agree that this Deed is made and entered into in New South Wales and submit 

themselves to the non-exclusive jurisdiction of the laws in force for the time being in New South 
Wales. 

 

SIGNATURES OF PARTIES 
 
SIGNED SEALED AND DELIVERED  
for UNIVERSITY OF WOLLONGONG 
in the presence of 

) 
) 
) 
) 

 
_________________________________ 
Signature 
 
_________________________________ 
Signatory print full name 
 
_________________________________ 
Signature of witness 
 
_________________________________ 
Witness print full name 
 
 
 

SIGNED SEALED AND DELIVERED  
By the Student 
in the presence of 

  
_________________________________ 
Signature 
 
_________________________________ 
Signatory print full name 
 
_________________________________ 
Signature of witness 
 
_________________________________ 
Witness print full name  
 
 
 

 
 




